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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 27-44 and 48-54 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Chishti et al (647151 1) in view of Doyle et al (5879158) and Wu et al 

(5338198). Chishti teaches selecting an initial aligner shape 202, which is an 

orthodontic component, providing initial teeth positions 302, associating the component 

with the teeth 340, using a set of rules 220 to model the effect on teeth 230 in order to 

find an acceptable aligner shape from which the aligner is made. The data used to 

make the aligner is inherently a prescription. Chishti teaches the method using an 

embodiment of an aligner shell to move the teeth, and as such, this embodiment does 

not show selecting a set of components, however, Chishti teaches that the method can 

be used with brackets and arch wires, column 2, lines 13-22. It would be obvious to one 

of ordinary skill in the art that, if the method were used with braces as taught, it would 

require selecting a set of components. Chishti teaches using a display for user input 

and to show animation of the tooth positions and path, column 4, lines 36-50. Chishti 

does not specifically state showing images of two or three stages of the method. Doyle 

teaches a first three-dimensional image 14, 16, selecting a virtual set of components 

and associating the components with the teeth of the first image, 30, 31 to inherently 
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form a second image, moving the teeth which form a third image 59, 61 , 63. It would be 
obvious to one of ordinary skill in the art to modify Chishti to include displaying the 
models at different points in the method as shown by Doyle. The above combination 
does not show a model being manipulate so as to allow viewing from a desired 
direction. Wu teaches electronic models that can be viewed from any perspective, 
column 1 , lines 20-25. It would be obvious to one of ordinary skill in the art to modify 
the above combination to include the function of allowing models to be viewed from 
different directions as shown by Wu in order to make use of well know computer 
graphics tool for computer graphics design. Repeating steps and the types of 
parameters that are changed are obvious matters of choice in duplicating known steps 
and in well known parameters that will effect a change in the model to one of ordinary 
skill in the art. As to claims 34 and 35, the alternative of user or automatic input are well 
known to the skilled artisan. As to claims 39 and 40, the type of database used is an 
obvious matter of choice in known ways of storing information to one of ordinary skill in 
the art. As to claims, 41-44, the above combination does not show using tooth 
extraction as a parameter in the treatment planning. Wu teaches using a tooth 
extraction, column 9, lines 1-6. It would be obvious to one of ordinary skill in the art to 
modify the above combination to include the use of the parameter of tooth extraction as 
shown by Wu in order to make use of the parameters needed in a patient's case. As to 
claims 48 and 49, to output information obtained by a computer is well known. 
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Claims 45-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (647151 1) in view of Doyle et al (5879158) and Wu et al (5338198) as 
applied to claim 27 above, and further in view of Kopelman (6334853). The above 
combination does not show using an added tooth as a parameter in treatment planning. 
Kopelman teaches using an added tooth, column 1, lines 25-30. It would be obvious to 
one of ordinary skill in the art to modify the above combination to include the use of a 
known parameter as shown by Kopelman in order to obtain the desired final dentition. 

Terminal Disclaimer 

The terminal disclaimer filed on November 1 , 2006 disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the 
expiration date of any patent that may issue on application Serial No. 11/051,329 has 
been reviewed and is accepted. The terminal disclaimer has been recorded. 

Response to Arguments 

Applicant's arguments filed November 1, 2006 have been fully considered but 
they are not persuasive. With respect to the removal of the Chishti et al (647151 1) 
reference, it is noted that the filing date of Chishti '51 1 is October 8, 1998 which is 
before the filing date of December 7, 1998 of PCT/IU00593, and as such, qualifies as 
prior art under 35 U.S.C. 102(e). To rely of foreign priority to remove such a reference, 
applicant must perfect priority by filing a certified English language translation so that 
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the examiner can establish enablement and description requirements, MPEP 706.02 
(E). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Wilson whose telephone number is 571-272- 
4722). The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez, can be reached at 571-272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




John J. Wilson 
Primary Examiner 
Art Unit 3732 
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